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DETAILED ACTION 
C/a/m Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others In this country, or patented or described in a printed 
publication In this or a foreign country, before the invention thereof by the applicant for a patent 

1. Claimfl 01s rejected under 35 U.S.C. 102(a) as being anticipated by Heim (U.S. 
2005/01 51 368). 

In regards to Claim 10, Heim discloses a security document 1, in particular a 
value-bearing paper, comprising at least one window-like opening 3 In the substrate of 
the security document, said opening forming at least part of a security element 
(Paragraph 0047; Figures 1 & 2, Items 1 , 3), wherein the window-like opening is of a 
configuration and size specific to the respective security document and is so adapted 
that the configuration (Paragraph 0047; Patch 2 is of a particular size so it can be a 
security element for the document) and size of the opening can be determined by 
means of the human sense of touch (considering it is an exposed hole it can be felt on 
one side), and wherein the opening is covered by a film 2 fixed on a surface of the 
substrate (Figure 2, Items 2, 3), wherein the film has a surface nature which is markedly 
different from the surface nature of the substrate in a manner which can be determined 
by means of the human sense of touch (Paragraph 0049; diffraction elements have a 
much different texture from paper), insofar as it is provided that a) the film projects 
beyond the opening of the substrate and in its projecting region Is provided with at least 
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one aperture through which the surface of the substrate can be felt and/or b) the film is 
three-dimensionally embossed at least region-wise to produce a particular structure 
(Paragraph 0057; the additional lacquer layer embossed on the Ai layer), and/or c) the 
film is provided in a region-wise manner with a coating, for example printing thereon, 
which produces a special surface nature which can be felt, and/or d) the film is provided 
at least in its region covering the opening with a perforation in the form of a pattem 
which can be easily felt. 

In regards to Claim 11, as applied to Claim 10, Helm further wherein the security 
document has a plurality of window-like openings 6 which can be felt in respect of size 
and configuration by means of the human sense of touch (Paragraph 0051 , Lines 1 - 6; 
Figure 3, Item 6). 

In regards to Claim 12, as applied to Claim 10, Heim further discloses wherein 
the openings are of differing configuration and/or size and/or are covered with a film 
having different properties (Figure 3, Items 4, 6; Security thread is below the windows 6 
which at least two sizes). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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2. Claims 1, 2, 6-9, 13, 14, 16, 17, and 19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Keller et al. (Keller; U.S. 2005/0012326) in view of Heim (U.S. 
2005/0151368) 

In regards to Claims 1 and 16, Keller discloses a security document 1, in 
particular a value-bearing paper (Paragraph 0046, Lines 8-14), comprising at least 
one security element 10 provided on a surface of the substrate forming the security 
document (Paragraph 0045), wherein to form the security element at least one surface 
region of the security document is of a configuration and size specific to the respective 
security document in such a way and is spatially displaced, for example recessed or 
raised, at least relative to the surface of the substrate which is adjacent or surrounding 
the surface region (Paragraph 0043; Paragraph 0045; several layers of different 
material will be raised), and/or is of such a different roughness, hardness, elasticity, 
slipperiness, thermal conductivity and/or stickiness, that the configuration and size of 
the surface region can be established as a consequence of the differing surface nature 
thereof by means of the human sense of touch (Paragraphs 0043 & 0045; the different 
material and several extra layers will be distinguishable by touch), and wherein the at 
least one surface region is formed by a film portion 3, 4, 9, 11 (Examiner considers the 
foil and elements to be a film) which is of a corresponding configuration and which is 
applied to the substrate and which comprises a material different from the substrate 
(Paragraph 0045; Figure 4, Item 1 1 ) and gaps in the security element (Paragraph 
0044). 
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Keller does not disclose that the film has openings through which the surface of 
the substrate can be felt and wherein the substrate has at least one surface region of a 
surface nature which differs in relation to the surrounding surface of the substrate, and 

at least one opening. 

Heim discloses of a substrate S having a security element 4 (Paragraph 0057, 
Lines 1 - 5; Figure 1 , item 4; Figure 8, Item S) wherein a gap 9 exists in the security 
element (Paragraph 0064) that exposes the substrate (Figure 8, Items 9, S). Therefore 
it would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to provide the gaps of Keller all the way to the substrate in order to 
have clear patterns and encodings in the security thread. 

In regards to Claim 2, as applied to Claim 1 , Keller modified by Heim further 
discloses wherein the substrate and the film portion are formed by different kinds of film, 
which markedly differ in properties which can be detected by means of the human 
sense of touch (Paper [Examiner considers paper a film] and metal are quite 
distinguishable by touch). 

In regards to Claim 6, 7, and 17, as applied to Claim 1, Keller does not disclose 
wherein the security document has a plurality of surface regions which have different 
surface properties in relation to the substrate surface and wherein the document is 
provided with at least one further security element which can be checked optically or by 
machine. 

Heim discloses two security elements 2, 4 wherein one is a thread as discussed 
above and another element as a patch (Paragraph 0047). Therefore it would have been 
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obvious to a person having ordinary skill in the art at the time the invention was made to 
provide two security elements to Keller in order to increase the security of the 
document. 

In regards to Claim 8, as applied to Claim 1 , Keller modified by Heim further 
discloses wherein the film is three-dimensionally embossed at least in region-wise 
manner for producing a particular structure (Paragraph 0016; different contours as 
described disclose a three dimensional embossment). 

In regards to Claim 9, as applied to Claim 1 , Keller modified by Heim further 
discloses wherein the film is provided in region-wise manner with a coating, for example 
printing thereon, which produces a special surface nature which can be felt (Paragraph 
0057 & 0058; ink is much different texture, especially when contoured, to the paper 
substrate). 

In regards to Claims 13 and 14, as applied to Claim 1, Keller modified by Heim 
further discloses wherein the edge of the at least one surface region (having element 2) 
is in the configuration of a simple geometrical figure and wherein the at least one 
surface region is in the form of an elongate rectangle, in particular of a strip shape 
(Figui-e 1 , Item 2; The element is rectangular and is a strip running across the secure 
document). 

In regards to Claim 19, as applied to Claim 17, Keller modified by Heim further 
discloses wherein that the security element which can be optically checked is formed by 
a pattern comprising diffraction structures, for example a hologram, and/or a region- 
wise metallization (Paragraph 0062; Heim). 
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3. Claims 3 - 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Keller in view of Heim and Crane (U.S. 4,534,398). 

In regards to Claim 3, as applied to Claim 1 , Keller modified by Heim does not 
disclose wherein the substrate and the film portion are formed by papers with respective 
markedly different surface properties which can be determined by means of the human 
sense of touch. 

Crane discloses a film security element 10, 1 1 for a security document 16 
wherein the security document substrate is made of paper as well as the security 
element (Column 2, Lines 59 - 62; Figure 1, Items 10, 1 1; Figure 2, Item 16). Therefore 
it would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to provide the security element with a paper in order to provide a 
security document having similar structure while actually making it more difficult to 
counterfeit. 

In regards to Claim 4, as applied to Claim 3, Keller modified by Heim and Crane 
further discloses wherein the different surface properties of the papers are formed by 
corresponding printing (Paragraphs 0057 & 0058 show that the security element is 
printed on and because of the elements composition the surface properties are different 
from the document substrate it is on; Keller). 

In regards to Claim 5, as applied to Claim 3, Keller modified by Heim and Crane 
further discloses wherein the different surface properties of the papers are produced by 

* 

region-wise mechanical processing of the papers, in particular by roughening, 
embossing and/or glazing (Paragraph 0016; Keller). 
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4. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Keller 
and Heim as applied to claim 1 above, and further in view of Tanaka et al. (Tanaka; 
U.S. 5,582,103). 

In regards to Claim 1 5, as applied to Claim 1 , Keller modified by Heim does not 
disclose wherein at least in the at least one surface region the substrate is deformed by 
embossing to provide forwardly curved portions on a surface of the substrate and 
corresponding recesses on the other surface of the substrate. 

Tanaka discloses embossments 1a on one surface of a substrate 4 and recesses 
1b on the opposite surface of the substrate corresponding to the embossments (Column 
4, Lines 10 - 23; Figure 4, Items la, lb). The embossments further have a film of ink 2 
on them (Column 4, Lines 48 - 53; Figure 4, Item 2; and because of the raised status 
one can feel the difference between the ink and the substrate). Therefore it would have 
been obvious to a person having ordinary skill in the art at the time the invention was 
made to provide a surface region of Tanaka in order to provide a security element 
helping to portray an image (Tanaka). 

Allowable Subject Matter 

Claim 18 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pradeep C. Battula whose telephone number is 571- 
272-2142. The examiner can normally be reached on Mon. - Thurs. & alternating Fri. 
7:00AM - 4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica S. Carter can be reached on 571-272-4475. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Patent Examiner 
October 1 8, 2007 



SUPERVISORY PATENT EXAMINER 




